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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communication(s) filed on 02 May 2005 . 
2a)D This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 4.5.7-14 and 17-19 is/are pending in the application. 

4a) Of the above claim(s) 8-13 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 4.5 J. 14 and 17-19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) I3 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 11 March 2003 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)EI All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3.I3 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P& No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 

U.S. Patent and Trademark Office ~~ — — — — — — "~ 

PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 20050621 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 2, 
2005 has been entered. 

Specification 

The disclosure is objected to because of the following informalities: Page 5, line 
24, "Diagrams 1-6" should be replaced with Figures 2-4. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 18 and 19 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. 

The claims contains subject matter which was not described in the specification 

in such a way as to reasonably convey to one skilled in the relevant art that the 
inventors, at the time the application was filed, had possession of the claimed invention. 
The specification teaches a hydrofluoric acid content of 5-20%, however, there does not 
appear to be support for a composition comprising either 10 % or 15 % HF in 
combination with a solvent mixture consisting essentially of at least two of ethylene 
glycol, propylene glycol, ethanol, and glycerol. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1, 4, 5, 7 and 14-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Deckert. 

Deckert teaches HF/glycerol and HF/ethylene glycol compositions. Deckert 

teaches preparing an etching solution by adding 100 mL of concentrated HF (49% HF 
by weight) to glycerol to make 1 liter of solution. Deckert teaches that this solution is 
3M in HF. Therefore, the 1 L of prepared solution contains 3 moles of HF, which is 
about 60 grams of HF. Because a 49% HF solution has a density of 1 .1 9 g/mL, the 1 00 
mL of concentrated HF that Deckert adds to glycerol contributes 1 19 grams to the total 
mass of the solution. The balance of the solution is ~ 900 mL of glycerol which, given 
its density of 1 .26 g/mL, would have a mass of about 1 134 grams. These numbers 
(e.g., 60 g HF /(1 19 +1 134) « 5%) provide for HF and H20 concentrations that 
correspond to the claimed ranges. 
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Deckert does not teach mixing ethylene glycol and glycerol with a ratio of 1 :5 to 
5:1 . Deckert does not teach using high purity components in the etching mixture. 

It would have been obvious for one skilled in the art to make the etching solution 
of Deckert with a mixture of glycerol and ethylene glycol because "[i]t is prima facie 
obvious to combine two compositions each of which is taught by the prior art to be 
useful for the same purpose, in order to form a third composition which is to be used for 
the very same purpose." 1 Because glycerol and ethylene glycol can be used 
independently of the other, it would be obvious when using a mixture of these two 
equivalent components to first select a 1 :1 mixing ratio. It would be obvious to use high 
purity components so that the etching solution is not a source of contamination. 

Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Deckert in view of US Patent 5,767,020 issued to Sakaguchi et al. 
(hereinafter, Sakaguchi). 

The above noted teachings of Deckert are herein relied upon. Additionally, it is 

noted Deckert teaches that the concentration of the etching composition is not critical, 
and Deckert adds, in general a more concentrated solution provides a faster etch rates 
(column 3, lines 22-25). Furthermore, Deckert teaches that a criterion for selecting the 
organic component of the etchant is that the organic component must be compatible 
with the HF and water (column 3, lines 13-18). 

Deckert does not teach a composition comprising 10-20% HF. 
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Sakaguchi teaches an etching composition comprising a mixture of 5-95% HF 
and an alcohol. 

It would have been obvious for one skilled in the art to increase the HF 
concentration to 15-20% HF because Deckert teaches that high concentrations provide 
higher etching rates and Sakaguchi demonstrates that alcohols are compatible with very 
high HF concentrations. 

Response to Arguments 

Applicant's arguments, see the last paragraph of page 4, filed May 2, 2005, with 

respect to Mercaldi have been fully considered and are persuasive. The 102 and 103 
rejections of claims 1 , 4, 5, 7 and 14-16 over Mercaldi have been withdrawn. 

Applicant's other arguments have been fully considered but they are not 
persuasive. 

With respect to Deckert, Applicant argues, "Applicant's solution is for etching 
layers of BSG, BPSG, PSG and not thermal oxide. Thus Deckert cannot motivate any 
changes directed to such an etching application." 

The examiner notes that Deckert often refers to thermal oxide. However, 
Deckert also teaches the use of a CVD oxide layer (column 2, lines 51-54). Regardless, 
applicant's claims are directed to a composition, not to a method of etching any 
particular type of oxide. 

Applicant states, "For the record, The Examiner's calculation regarding the HF 
content of Deckert teach an HF content of less than 5 %. Applicants' claims require an 
HF content of at least 5 % by weight." 



Application/Control Number: 1 0/031 ,787 Page 6 

Art Unit: 1763 

The examiner notes that page 4 of the September 1 , 2004 Office action 
presented the following expression: (60 g HF /(1 19 +1 134) * 5%). Presumably, 
applicant is referring to the fact that the above numbers yield a result of 
4.7885075818... .%. The examiner notes that in reaching the above expression, several 
approximations were relied upon and the result of the calculation is quite properly 
expressed with only one significant digit (i.e. 5 %). 

Applicant argues that Sakaguchi does not cure the deficiencies of Deckert. 
Applicant states, "The range for the HF component taught by Sakaguchi is so broad as 
to add nothing to the teachings of Deckert." 

The examiner disagrees in that Deckert teaches that the concentration of the 
etching composition is not critical, and Deckert adds, in general a more concentrated 
solution provides a faster etch rates (column 3, lines 22-25). Furthermore, Deckert 
teach the organic component of the etchant must be compatible with the HF and 
Sakaguchi teaches that alcohols are compatible with HF concentrations as high as 
95%. 

With respect to the new matter rejection under 1 12 1 st paragraph, applicant 
argues that the specification discloses an HF concentration ranges of 5 -20 % and 
thereby provides inherent support for applicant's claimed ranges of 10-20 % and 15- 
20%. Applicant argues there is further support by the specific embodiment of 15 % as 
shown in table 2. 

The examiner notes that the specific embodiment of 1 5 % HF is specific too with 
respect to there being only one organic solvent, whereas applicant's claim of 15-20 HF 
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is specifically directed to a 15-20 %HF concentration in conjunction with the use of at 
least two organic solvents. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Allan Olsen whose telephone number is 571-272-1441. 
The examiner can normally be reached on M-F 1-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Parviz Hassanzadeh can be reached on 571-272-1435. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Allan Olsen 
Primary Examiner 
Art Unit 1763 




